FEB. 1 7. 2004 3:411 



GOODWIN PROCTER 



NO. 78 18 PBI©IflVI© 
FEB 1 7 2004 



CERTIFICATE OF TRANSMISSION 



I hereby certify that this correspondence is being facsimile transmitted to Office of Petitions, USPTO 
at fax number f7031 872-9306 on the date indicated below. 




vette Alvarez 



-ez-Percfer K_J Date 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Application No- 
Applicant 
Filed 
Title 

Examiner 
Art Unit 

Attorney Docket No. 



10/055,822 

Volkmar Schwitzky et al. 
January 23, 2002 
FINISHING PROCESS 
Parker, Frederick J. 
1762 

103797-238-NP 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

REPLY TO ADVISORY ACTION 

Sir: 

This is responsive to the Advisory Action mailed on December 15, 2003 with the 
Decision on the Petition to Revive the Application. This Reply to Advisory Action and the 
Reply to Final Office Action filed on Nov. 13, 2003 serve as the submission required for the 
Request for Continued Examination (RCE), which is being filed concurrently under 37 CFR 
1.114. Applicants request entry of both replies and reconsideration of the above-identified patent 
applications in view of the amendments and remarks in the replies. 

In the Advisory Action, the Examiner contends, 

"[m]Merely specifying "watermark" for "distinguishing feature" does not patentably 
distinguish over the prior art because the combination of Wcitzberg in view of Shenton already 
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provides a coating process comprising applying a watermark to a printed security substrate 
which is subsequently at least partially lacquered for the same reasons, namely providing 
tamperproof security seals. The proposed amendment therefore fails to overcome the prior art 
rejections." 

The present invention as defined in claim 1, as amended in the Reply to the Final Office 
Action, relates to a method for finishing a printed security sheet carrying at least one watermark, 
comprising: (1) partially coating the printed security sheet in one Step with a layer of lacquer to 
the at Jeast one watermark such that the at least one watermark is emphasized by increasing the 
transparency thereof; and (2) lacquering the printed security sheet in another step over its whole 
surface to increase the durability of the security sheet. The Applicants have found that coating a 
watermark with a layer of lacquer increases the transparency of the watermark and therefore, the 
watermark is more clearly visible, due to the increased difference in transparency of the 
watermark and its surrounding area, so that the watermark can be recognized clearly even 
without holding the sheet against a source of light. The purpose of the claimed invention is not 
tamperproofing the security seals as contended by the Examiner. 

Weitzberg teaches a tamper-proof identification document comprising a base card 
attached to a photographic layer comprising both a picture section and a data text section. A 
significant marking extends over both the picture and text sections. The photographic layer is 
overlaid with a transparent security coating layer. In column 2, lines 38-41, Weitzberg describes 
that the specific marking is preferably a water-marking. However, Weitzberg does not teach or 
suggest the use of a watermark which is partially coated and emphasized with lacquer prior to 
coating the protective transparent security coating. 

Shenton teaches a method of providing a security device on a substrate comprising 
embossing at least one transitory image, and a linear area which is visible when the device is 
examined from substantially all viewing angles. Shenton further teaches that the substrate 
printed with metallic inks could be overprinted with a tinting lacquer to provide colored metallic 
effects. Shenton nowhere mentions a watermark, much less partial coating a watermark to 
emphasize the watermark. 
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Therefore, the combination of Weitzberg and Shenton still fails to teach or suggest the 
use of a watermark which is partially coated and emphasized with lacquer prior to coating the 
protective transparent coating. The claimed invention is not obvious over Weitzberg in view of 
Shenton. The applicants submit that the claim rejections under 35 U.S.C. § 103(a) are overcome 
and withdrawal thereof is respectfully requested. 

Based on the foregoing amendments and remarks, favorable consideration and allowance 
of all of the claims now present in the application are respectfully requested 

Should the Examiner require or consider it advisable that the claims and/or drawings be 
amended in formal respects in order to place the case in condition for allowance, then it is 
respectfully requested that such amendment be carried out by Examiner's Amendment and the 
case passed to issue. Alternatively, should the Examiner feel that a personal discussion might be 
helpful in advancing this case to allowance, the Examiner is invited to telephone the 
undersigned. 

The Commissioner is authorized to charge any required fees, including any extension 
and/or excess claim fees, any additional fees, or credit any overpayment, to Goodwin Procter 
LLP Deposit Account No. 06-0923. 



Respectfully submitted for Applicant, 

Eva Tan (Reg. No. 46,406) 
GOODWIN PROCTER LLP 
103 Eisenhower Parkway 
Roseland, NJ 07068 
(973) 992-1990 Ext. 7904 
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Request 

For 

Continued Examination (RCE) 
Transmittal 

Address to: 
Mail Stop RCE 
Commissioner for Patents 
P.O. Box 1450 
\Ajexandria, va 22313-1450 



Application Number 



Filing Date 



First Named inventor 



Art Unit 



Examiner Name 



Attorney Docket Number 



1Q/055.B22 



January 23, 2002 



Volkmar Schwllzky, et al- 



1782 



Parker, Frederick J. 



103797-29B-NP 



This 85 a Request for Continued Ex amination (RCE) under 37 CFR 1.1 14 of the '^^^^ ^l^on- 
R™llxl?cLnue* Examination (RCE) practice under 37 CFR 1 114 doe. not 

169S, or to any design application. See Instruction Sheet for RCEs (not to be submitted lo the USPTO) OP page 2. 



Su bmission required under 37 CFR 1.1141 Note; IfthpRCEis proper, a ny previously filed unentered amendments and 
amendments enclosed with the RCE wilt be entered h n the order In which they were Hied unless applicant Instructs Otnwvrfse. If 
apptont dies i notwish Lo have any previously filed unentered amendment^) entered, applicant must request non-entry of such 
amendments). 

\^\ Previously submitted. If a final Office action i$ outstanding, any amendments filed after the Anal Office action may be 
a< 1=1 considered as a submission even If this box is not checked- . 



'• Q Consider the arguments In the Appeal Brief or Reiy Brief previously filed on 
IL [✓) nthAr Reply to Finai Office Action filed N ovembar 13. 2003. 



0 Enclosed 
I. [3 Amendmenl/Reply 
jj. Q AfTidavit(s)/Oeclaration(a) 



ill. 
iv. 



| | information Disclosure Statement (IDS) 

[^1 Other 

2. | Miscellaneous ] 

j suspension of action on the above-identified application is requested under 37 CFR 1.103(g) for a 

a. LJ period of months. (Period or suspension shall not exceed 3 months; Feo under 37 CFR 1.17(0 required) 



□ 



Other . 



I Fees J The RCE fee under 37 CFR 1.17(e) is required by 37 CFR 1.114 when tha RCE is filed. 
■ -me Director is hereby authorized lo charge the following fees, or credit any overpayments, to 



0 



Deposit Account NO. 



06-0923 



i, [0 RCE fee required under 37 CFR 117(e) 

IL Extension of time fee (37 cfr 1.13B and l.iT) 

5il Q Other . . . 

[ | Check in the amoum or S a , 

r~*| Payment by credit card (Form PTO-2038 entree) 

^ WARNING: Information on this form may becomo public. Credit card Information s^uld not 
ba Included on this form. Provide credit card information and authorization on PTO-ZQ3B. 



.enclosed 



Name (Print/Type) 



Signature 



Eva Tajv 



JIGNATURE OF APPLICANT, ATTORNEY, OR AGENT REQUIRED 



Registration No. (Attorney/Agent) I 46,406] 



Date 1 February 1772004 



CERTIFICATE OF MAILING OR TRANSMISSION 



hereby certify that this correspondence is beino deposited with the United States Pg=ta> Service with sufficient poslaue w M ctess mail in aftj *^J» 
SSSuS'' Step R^^mSonor foFp^cnU, p. O. Sox 1450, Alexandria, VA 22313-1*50 or facsimile transmitted to the U.S. Patent and Tr* 



addressed 

Office on tha data shown below 



Vademark 



Namo (Print/Type) 



Signature 



Vvetie Alvarez-Perez 



j Pate | February 17, 2004^ 



C?E?1 114. The 1 intamaliOrt is required to obtain or rBisin a benefn by the public which is lo i~.Ib (and toy tha USPTO 
m^ed by 96 U>€?122 and 37 CFR 1.14. This collect^ Is estimated la taka 12 minute* to complste. incJudmg 
□atherina 'preparing and submitting the competed application form to the USPTO. Time wi« vary depending upon the 

AM^SS SE™d to: M.« Stop RCE, Commission,* for Patents, P.O. Box 1450, Aloxandrla. VA 2231S- 450- 

/ryot/ need assistant* In completing tha fomi, vail 1-B00-PTO-9199 and stlect option 2. 
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t Inrtpr the P^rworic Reduction Act of 1 8 9 * nn ^rson* are require to pond to a collection of igMjon unjgg It g fflW 9 Mfl BaffiSLfflB^ 



FEE TRANSMITTAL 
for FY 2004 

E/Tectftrt) 10(01/2003. Petertl few are sub/ecf fo aYMU*/ revtsnn. 



Application Number 



Applicant claims small entity status. See 37 CFR 1.27 



TOTAL AMOUNT OF PAYMENT 



($) 770.00 



Complete if Known 



Filing Date 



First Named Inventor 



Examiner Name 



Art Unit 



Attorney Docket No. 



10/055,622 



January 23, 2002 



Volkmar SchwitzRy, et aL 



Parker, Frederick J. 



1762 



1 03797-23 S-NP 



The Director I* authorised to: (cheok aO thai afipty) 

✓Jchargo fe*f» Indicated below 0 Credit any overpayments 

•^Charge any additional fee(s) or any underpayment of fee<$) 

^ Charge fee(s) indicated below, except for the Wing fee 

to the Hbove-tdenilfied deposit account. 



1. BASIC FILING FEE 

Large Entity Small Entity 
Fee Fee 
Cod? (I) 

1001 770 



METHOD OF PAYMENT (check ait that apply) 



□ Check Q credit card Q ggJW □ Other Q None 
(3 Deposit Account 



DcpoSil 
Account 
Number 
Deposit 
Account 
Name 



06-0923 



Goodwin Procter LLP 



FEE CALCULATION, 



Fee Fee 
Code TO 



1002 340 

1003 530 

1004 7*0 

1005 ISO 



2001 305 

2002 170 

2003 26S 

2004 335 

2005 80 



Fee Description 

Utility filing fee 
Design filing fee 
Plant filing fee 
Reissue Wing fee 
Provisional Tiling lee 

SUBTOTAL (1) |($) 



Fee Paid 



2. EXTRA CLAIM FEES FOR UTILITY AND REISSUE 

Fan from _ 

^ Ex tra Claim s hftlow FOO Paid 

Total Claims {_ | -20" = I I X I I 
jgdjpenden. f— | .j-= £ZJ x tZZ3 ^ 
MulUplB Dependent I 1 ^ 



Larqe Entity 


Small Entity. 


Fee Fee 
Code <l) 


Fee Fee 
Code (?) 


1202 IB 


2202 9 


1201 65 


2201 43 


1203 290 


2203 14$ 


1204 06 


2204 43 


1205 16 


22QS 9 



Fee DesCrlpAigfl 

Claims In excess of 20 

Independent claims In excess of 3 

Multiple dependent claim, If not paid 

** Reissue independent daims 
over original patant 

" Reissue Claims in exceaa or 20 
and Over original patent 



SUBTOTAL (2) 



"or n umiw pre viously pa/cf. if greater; For Reissues, see aftOVfl 



FEE CALCULATION (continued) 



3. ADDITIONAL FEES 



Large Entity 



Small Erfflty 



Fee Fee 
Code (%) 



Fog Description 



1051 
1052 



130 
50 



1053 130 
1B12 2.520 

1804 920- 

1805 1.640- 

1251 110 

1252 420 
1263 950 

1254 1,480 

1255 2,010 

1401 330 

1402 330 

1403 280 

1451 1,510 

1452 110 

1453 1,330 

1501 1.330 

1502 460 

1503 640 
1460 130 
1607 50 
1800 1BO 
8021 40 
1600 770 

1310 770 



Fee Fee 
Code (?) 

2QS1 65 surcharge - lata filing tee or oath 

2052 25 Surcharge - late provisional filing fee or 

cover sheet 

1053 130 Non-English specification 

1B12 2.520 For fiUng a request for ex part* reexamination 

1 B04 020* Requesting publication of SIR prior to 
Examiner action 

1605 1,840* Requesting publication of SIR after 
Examiner action 



1601 
1802 



770 
900 



.F»a Paid 



2251 55 Extension for reply within first month 

2252 210 Extension for reply within second month 

2253 475 Extension for repfy within third month 

2254 740 Extension for reply within fourth month 

2255 1.005 Extension for reply wiLhin nnh month 

2401 105 Notice or Appeal 

2402 105 Filing a brief in support of an appeal 

2403 145 Request for onjl hearing 

1451 1,510 FetWon to institute a public use proceeding 

2452 55 Petition to revive - unavoidable 

2453 665 Petition to revive - unintentional 

2501 065 Utility issue fee (or reissue) 

2502 240 Design Issue fee 

2503 320 Plant issue fee 

1460 130 Petitions to the Commissioner 
1507 50 Processing fee under 37 CFR 1-I7(q) 

1606 180 Submission of Information Disclosure Stmt 
0rt ->< An Recording each patent assignment per 
BW1 w property (times number of properties) 

2909 385 Filino a suomissksn after nnal rejection 
(37 CFR 1.129(a)) 

2610 365 For each additional invention to be 

examined (37 CFR 1.129(b)) 
2801 365 Request lof Continued Examination (RCE) 

1602 900 Request for expedited examination 
of a design application 



Other fee (specify) 

♦Reduced by Basic Fiiino Fee Paid 



770 



SUBTOTAL (3) 



($) 770.00 



SUBMITTED^*. 



Name (p™vt&*) 



s/gnafun?_ 



Eva Tan 



(CQmptete*?55foabfaJ) 



46.406 



reMphofte 973-992-1990 



Date 



I February 17, 2004 



WARNING: Information on this form may become public. Credit card information should not 
DO Included on this form. Provide credit card information and authorization on PTO-203B. 

This conectton of information is required by 37 CFR 1 .17 and 1 .27. The Information is required to obtain or retain a benefit by the public which is to file (and by the 

SEND TO: Commissioner for Patent*, P.O, Box 1450, Alexandria, VA 22313-1450. 
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1. BASIC FILING FEE 
Large Entity Small Entity 
Foe Fee 



FEE TRANSMITTAL 


Complete if Known 


Application Number 


10/055,822 


for FY 2004 

Effective 1010112003. Patent fees are subject M annua! revision. 


Filing Date 


January 23, 2002 ^] 


First Named Inventor 


Volkmar Schwitzky, et al. 


Examiner Name 


Parker, Frederick J. 


[3 Applicant claims 3mall entity statu3. See 37 CFR 1.27 


Art Unit 


1762 


^ TOTAL AMOUNT OF PAYMENT {$) 770.00 


Attorney Docket No. 


103797-238-NP J 



METHOD OF PAYMENT (check a// that apply) 



Q Check Q Credit card |~| Money Q Other QfMone 
PI Deposit Account: 



Deposit 
Account 
Number 
Deposit 
Account 

Name 



06-0923 



Goodwin Procter LLP 



The Director la authorized to: (chack aff that apply) 

Ejcharge feefe) Indicated below Q Credit any overpayments 

0Charoe any additional fee(s) or any underpayment ot tee(s) 

QCherge fee(») indicated below, except for the filing fee 

to the above-ldentlfled deposit account. 



FEE CALCULATION 



Code W 

1001 770 

1002 340 

1003 530 

1004 770 

1005 160 



2001 385 

2002 170 

2003 265 
20D4 385 
2005 80 



. m pftgcpptjon 

Utility filing fee 
Design filing fee 
Plant filing fee 
Reissue filing fee 
Provisional filing fee 

SUBTOTAL (1) [($)[ 



Fee Paid 



2. EXTRA CLAIM FEES FOR UTILITY AND REISSUE 

Fee from _ 

. , &xtp^ims belflw Foe Paid 

Total Claims I I -20" = I I X I 1 4 I 
Independent I I 

Claims I I 

Multiple Dependent 



Large Entity 


Small Fnyty 


Fee Fee 
Code ($) 


Fee Fee 
Code ($) 


1202 IB 


2202 9 


1201 80 


2201 43 


1203 290 


2203 145 


1204 Bo" 


2204 43 


1205 18 


2205 9 



Fee Description 

Claims In excess of 20 

Independent claims in excess of 3 

Multiple dependent claim, if not paid 

Reissue Independent claims 
ovar original pB lent 

" Reissue claims in excess of 20 
and over original patent 



SUBTOTAL (2) 



mm Qr number previously paid, //greater; For Reissues, see above 
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3, ADDITIONAL FEES 



Large Entity 



Fee Fee 
Code (S) 

1051 130 

1052 50 

1053 130 
1812 2,520 

1804 B20' 

1805 1,840" 

1251 110 

1252 120 

1253 950 

1254 1,480 

1255 2,010 

1401 330 

1402 330 

1403 290 

1451 1,510 

1452 110 

1453 1,330 

1501 1,330 

1502 460 
1503 
1460 
1807 
1800 
8021 
1609 



640 
130 

50 
180 

40 
770 



1810 770 

1801 770 

1802 900 



Small Entity 



Fee Description 



Fee Fee 
Code {%) 

2051 65 Surcharge - late filing fee or oath 

2052 25 Surcharge -late provisional filing fee or 
cover sneet 

1053 130 Non-English specification 

1 81 2 2,520 For filing a request for ex pa/to reexamination 

1804 920" Requesting publication of SIR prior to 

Examiner action 

180$ 1,840' Requesting publication of SIR after 
Examiner action 

2251 55 Extension for reply wHhln first month 

2252 210 Extension for reply within second month 

2253 475 Extension for reply within third month 

2254 740 Extension for reply wfthln fourth month 

2255 1,005 Extension for reply wiihlnilrln month 

2401 165 Notice of Appeal 

2402 1 85 Filing a brief in support Of an appeal 

2403 145 Request for oral hearing 

1451 1.510 Petition to institute a public use proceeding 

2452 55 Petition to revive - unavoidable 

2453 665 Petition to revive - unintentional 

2501 665 Utility issue fee (or reissue) 

2502 240 Design issue fee 

2503 320 P lam issue fee 

1460 130 Petitions to the Commissioner 

1B07 50 Processing fee under 37 CFR 1.17(g) 

1 006 1 80 Submission of Information Disclosure Stmt 
6021 



4 * Recording each patent assignment per 
™ properly (limes number of properties) 



2809 388 Filing a submission after final rejection 

(37 CFR 1.129(a)) 

281 o 385 For each additional invention to be 
examined ($7 CFR 1.129(6)) 

2801 385 Request for Continued examination (RCE) 

1802 900 Request for expedited examination 
of a design application 



Oiher fee (specify) _ 

-Reduced by Basic Filing Fee Paid 



SUBTOTAL 



<» 5) 



770 



770.00 



EMITTED BY 



Name (Print/Type) 



Signature 



Eva Tan 

s 



I Registration No. I ^ 



(complete (tappiicaoiQ)) 



Telephone 973-992-1990 



Date 



February 17, 20Q4 



WARNING: Information on this form may become public. Credit card Information should not 
be Included on this form. Provldo credit card Information and authorization on PTO-2039. 

This collection of information is required by 37 CFR 1.17 and 1 .27. The information is required to obtain or retain a benefit by the public which is xo file (end by the 
USPTO to process) an application. Confidentiality is governed by 35 U.S.C, 122 and 37 CFR 1.14. This collection ia estimated to take 12 minutes to complete, 
including gathering, preparing, and submitting me completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on 

the amount of time you require to complete this form and/or suggestions for reducing this burden, Should be sent to Ihe Chief information Officer. U.S. Patent and 
Trademark Office, U.S. Department of Commerce. P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. 
SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 
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